Managing IP Deadlines in International Procedures

Guide for efficient deadline tracking



Dear Reader

In today’s globalized economy, effective Intellectual
Property (IP) protection is critical to innovation
and competitiveness. Yet, safeguarding IP across
multiple jurisdictions means facing a complex web
of deadlines - from filing dates and priority periods
to response times and renewal windows.

This white paper provides a structured overview of
major international IP deadlines, including systems
under WIPO (PCT), the European Patent Office
(EPQ), and other regional frameworks. It serves as
a practical reference for legal teams and IP ad-
ministrators who need to ensure compliance and
timely filings worldwide.

*This is an excerpt of deadlines in intellectual
property law and is intended to serve as a guide.
Please note that deadlines in intellectual property
law can change at any time. We assume no liability
for the (permanent) accuracy of the information.
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Understanding IP Deadlines

A deadline is a defined and limited period. From the initial filing of an application to the grant of a
right - and throughout its entire lifecycle - IP rights are governed by strict and often complex
deadlines. Missing just one can result in the loss of protection, with serious consequences for
businesses and innovators. Every stage of an IP right's lifecycle - from initial filing to maintenance
and enforcement - operates under strict time constraints. This guide provides a systematic
approach to understanding, calculating, and managing these crucial deadlines.

Types of IP Deadlines

Statutory Deadlines

Statutory deadlines are established by law and generally cannot be extended except under
specific circumstances:

e Priority periods: The 12-month period for patents and trade marks or 6-month period
for designs during which applications can claim priority from earlier filings

e Opposition periods: Fixed windows to challenge granted rights (typically 3-9 months
depending on jurisdiction)

e Renewal/maintenance fee deadlines: Recurring payments required to maintain
protection

¢ National phase entry deadlines: Usually 30-31 months from priority date under the
PCT system

Missing the 12-month priority deadline can result in the loss of valuable patent rights,
giving competitors the opportunity to enter markets that could have been protected.

Authority-Assigned Deadlines
These deadlines are set by patent offices, trade mark registries, or courts:

e Office action responses: typically 1-6 months to address examiner objections
* Evidence submission deadlines: for oppositions or cancellation proceedings

* Appeal deadlines: usually 1-3 months from adverse decisions



Internal Deadlines
Organizations establish internal deadlines to ensure compliance with external ones:

J Pre-deadlines: set 2-4 weeks before statutory deadlines to allow for review and
contingencies

. Docketing checkpoints: regular verifications of upcoming deadlines
. Client approval timelines: internal cutoffs for obtaining client instructions

Fixed-Term Deadlines
These deadlines start from a known event such as:

. Date of filing

J Priority date

Deadline Calculation Methods
Starting Points

Deadlines can begin from various trigger events:

J Date of issuance: the day a document is officially published

. Date of receipt: when a notification is received by the addressee
J Date of dispatch: when a notification is sent by the authority

. Priority date: the filing date of the earliest application

Duration Calculation
Proper calculation of time periods is essential:
. Working days vs. calendar days: some jurisdictions count only business days

. Month-to-month calculation: if a deadline falls on the same numerical day of a future
month (e.g., January 15 to February 15)

. End-of-month rules: when the target month doesn't have the corresponding day (e.g.,
January 31 to February 28/29)

. Leap year considerations: particularly for February deadlines in 4-year cycles



Holiday and Weekend Adjustments

When a deadline falls on an official holiday or weekend, remember:

Most jurisdictions extend the deadline to the next working day
Different countries recognize different holidays

Some jurisdictions may have unexpected closures between holidays

Deadline Monitoring Procedures
Receipt and Registration

1.
2.
3.
4.
5.

Date-stamp all incoming communications

Enter the document into the docketing system within 24 hours
Calculate applicable deadlines using jurisdiction-specific rules
Implement four-eye verification for all deadline calculations

Assign to responsible caseworker with notification

Active Monitoring

1.
2.
3.
4.

Generate weekly reports of approaching deadlines (e.g., 30, 14, and 7 days out)
Implement escalation procedures for unaddressed deadlines
Conduct monthly audits of docketing system accuracy

Document all deadline-related communications with clients

Completion Process

1.
2.

Review final deliverable against deadline requirements
Perform outgoing quality check

Maintain proof of submission (receipts, acknowledgments)
Update system to reflect completed action

Archive supporting documentation



Extension Management
Extension Requests

1. File extension requests well before the original deadline expires

2. Obtain written confirmation of extension grants

3. In contentious proceedings, secure opposing party consent when required
4, Never delete original deadlines until extensions are officially confirmed

Extension Tracking

1. Record both original and extended deadlines in the system
2. Apply different visual indicators (color coding) for original vs. extended deadlines
3. Maintain separate extension history log for each matter

Deadline Compliance Methods
Different deadlines require different actions to be considered satisfied:

Document Filing
e Electronic submission: timestamp of successful upload is the official filing time

e Physical filing: in-person receipt or postmark date (in jurisdictions that recognize mail
rules)

e Courier delivery: treated similarly to physical filings. Deadline compliance may depend on
the date received or courier stamp, depending on local rules.

e Fax filing: complete transmission required before deadline (in jurisdictions that accept
fax filing)

e USPTO-specific (TEAS): for U.S. trade mark applications, the TEAS system timestamp is
determinative. Submission must be completed before 11:59 PM EST on the due date.

Fee Payment

e Electronic payment: transaction completion timestamp

e Wire transfer: date received by the authority, not date sent

e Check payment: date received, not postmarked (in most jurisdictions)
Combined Requirements

Some deadlines require both document filing and fee payment to be considered met. Partial
compliance (e.g., filing without payment) is typically insufficient.



Deadline Management Tools

¢ |P management software: platforms like Anaqua, Foundation IP, IPfolio, PatentSafe, and
Patricia offer automated deadline calculation and alerts

e Mobile accessibility: remote deadline monitoring

Overview of Deadlines in Key International Filing Systems

Key Deadlines in a PCT application process
Filing Deadlines

e Filing fee, transmittal fee, search fee - due at international filing (no grace period)
Priority-Related Deadlines
e Priority period: 12 months from earliest priority date (Art. 8 PCT)

o  Priority document submission - may be submitted to WIPO up to 16 months from
priority date (Rule 17.1 PCT)

o Earlier deadline if requested by the International Search Authority (ISA) - typically
3 months from invitation.

Restoration of priority rights:

e Available within 2 months of priority expiry if "unintentional" (Rule 26bis.3 PCT)

e Some ISAs (e.g., USPTO) allow "due care" standard (varies by receiving office)

o Adding/correcting priority claims - permitted until 16 months from priority date
(Rule 26bis.1 PCT)

International Phase Deadlines

e Article 19 amendments (claim amendments) - 2 months from the International Search
Report (ISR) issuance or 16 months from priority (whichever expires later)

e Protest procedure for unity objections (multiple inventions) - 1 month from ISR issuance
to request additional search (Rule 40.2 PCT)

e International preliminary examination (Chapter Il) - demand + fee due within 22
months from priority (or 3 months from ISR, whichever expires later)

e Supplementary international search (SIS) - request + fee due within 19 months from
priority



National Phase Entry Deadlines

e Standard deadline: 30 months from priority date (Art. 22 PCT) - extendable in some
states (e.g., Australia, Brazil, Canada)

e EPO regional phase entry:
o 31 months from priority (Rule 159 EPC)

o Rule 161/162 communication: response due within 6 months from EPO
notification

Source: WIPO PCT Applicant’s Guide (April 2025), available at The PCT Applicant's Guide

Key Deadlines in a European Patent Application
Deadlines calculated from the filing date:

e Filing fee, search fee, additional fee

e Translation of the application

o Certified copy of the priority application

e Translation of the priority document (if priority is claimed)
Deadlines calculated (if applicable) from the priority date:

e  Priority period (12 months)

e Inventor designation

e Priority document submission

e Correction or addition of priority claims
Deadlines calculated from other triggering events:

e Claim fees

e Examination fee

e Designation fees

e Extension/validation fees

e Response to the search report

e Rule 70(2) communication (maintenance of application)

e Response to examination report


https://www.wipo.int/pct/en/guide/index.html

e Grant fee + claims translation [Rule 71(3)]
e Opposition period (9 months from grant publication)

e Validation deadline (typically 3 months from grant although some states allow late
validation upon payment)

e Appeal period (2 months from decision notification)

e Appeal statement (4 months from decision)

e Annual renewal fees

e Request for continued processing or decision under Rule 112(2)
e Request for re-establishment of rights

e Divisional application deadline (must be filed while parent application is pending - no
more 24-month grace period)

Source: European Patent Guide - How to get a European Patent (2024), European Patent Guide -
How to get a European patent | epo.org

Key Deadlines in an EU Trade Mark Application
Filing & Formal Requirements

e Application fee payment - required upon filing (no grace period)

e Remedying deficiencies - if the application is incomplete, the EUIPO sets a 2-month
deadline to correct formal irregularities (extendable by +2 months upon request)

Priority & Seniority Claims

e Priority claim (Paris Convention) - must be made within 2 months of filing, indicating the
country, date, and number of the earlier application

e Priority document submission - certified copy of the earlier application must be
filed within 3 months of the EU application date.

e Seniority claim (based on national marks) - can be filed either:
1. with the application, or
2. within 2 months after publication of the EU trade Mark.

Examination & Refusals

e Response to absolute grounds refusal - if the EUIPO raises objections, the applicant
has 2 months to reply (extendable by 2 more months upon request)


https://www.epo.org/en/legal/guide-epc
https://www.epo.org/en/legal/guide-epc

Opposition & Cancellation

e Opposition period - third parties can oppose within 3 months of publication (non-
extendable).

e Cooling-off period - initial 2-month suspension for negotiations (extendable up to 24
months total if both parties agree)

e Opposition against EU part of an IR (International Registration) mark - the same 3-month
deadline as regular oppositions

Renewals

e Renewal deadline - every 10 years, with a 6-month grace period (late fees apply)
Appeals & Legal Remedies

e Appeal against EUIPO decisions - must be filed within 2 months of notification

e Statement of grounds of appeal - within 4 months of the contested decision

e Action before the General Court - 2 months from the EUIPO Board of Appeal decision
Exceptional Remedies

e Re-establishment of rights - if a deadline is missed due to unforeseen circumstances,
request must be filed within 2 months of the obstacle being removed

e Continued processing - if a deadline is missed, request continuation within 2 months of
EUIPO notification

Special Cases

e  Exhibition priority - for trade marks disclosed at international exhibitions, must be claimed
within 6 months of the first display

Source: European Union trade mark implementing regulation (EU) 2018/626
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Deadlines in an International Trade Mark Application (Madrid System)
Filing & Registration

e Application does not meet requirements for International Registration - 3 months to correct
deficiencies (WIPO /rregularity Notice)

e Date of international registration by WIPO - official filing date provided that the application is
complete

e Claiming earlier priority - must be declared within 6 months of the home application’s filing
date (Madrid Agreement Art. 4)

e Requirements for International Register entry - must comply with WIPO formalities (e.g., MM2
form, class list)

2. Procedural Deadlines

e Response to irregularity notice - 3 months from WIPO notification

e  Submission of MM 18 form (for subsequent designations) - no strict deadline but must be
filed before designation expires

Examination & Refusals
Provisional refusal deadline (by designated Offices)
e 12 or 18 months from WIPO notification (Madrid Protocol Art. 5)

e 12 months (standard deadline for most countries)

e 18 months (for offices with opposition periods, e.g., EUIPO, USA)
4. Renewals & Fees

e Protection term - 10 years, renewable indefinitely (Madrid Agreement Art. 6)

e Fee payment due with application - basic fee + complementary/individual fees must be
paid upon filing (WIPO Fee Schedule)

Source: Guide to the International Registration of Marks under the Madrid Agreement and the
Madrid Protocol

11


https://www.wipo.int/publications/en/series/index.jsp?id=185
https://www.wipo.int/publications/en/series/index.jsp?id=185

Conclusion

IP deadline management is not merely an administrative function but a critical component of IP
strategy. A robust deadline system protects valuable assets and provides competitive advantages
through predictable and efficient portfolio management. By implementing the practices outlined
in this guide, organizations can transform deadline compliance from a risk factor into a strategic
advantage.

Remember: opportunity rarely survives a missed deadline. Companies may lose millions in
potential revenue and startups may fold entirely because of simple calendar errors.
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You may also be interested in:

Practical Intellectual Property-Management knowledge
Learn the most effective approach to managing portfolios and developing IP strategies in our seminars and

courses.
More details.

e-Learning - Click and learn!

FORUM Institut provides a flexible form of high-quality training: e-learning courses. Choose when and where
to learn.

Test now.

FORUM - Institut fir Management GmbH ¢ VangerowstraBe 18 ¢ 69115 Heidelberg ¢ Germany
Phone: +49 6221 500-500 ¢ Fax: +49 6221 500-555 * www.forum-institut.com



https://www.forum-institut.com/area/1605-ip-administration/117/N/0/0/0
https://www.forum-institut.com/ms/54/117/0/0/0/0
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